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Abstract 

This article considers the implementation of Article 7(1)(b) EUTMR as it applies to shape marks. 

The CJEU has stated that for a product shape to be inherently distinctive, it must depart 

significantly from the norm in the sector concerned. The CJEU has never explained the ‘norms 

test’ nor how it should be applied in practice. This article critiques the norms test and examines 

how it is being implemented by the EUIPO – relying upon internet searches to identify the sector 

‘norm’ and then comparing this to the mark in question - and suggests how this practice could be 

improved. 

Introduction 

This article considers the implementation of Article 7(1)(b) EUTMR1 as it applies to shape marks. 

In order for any trade mark to be registered, it must not be ‘devoid of distinctive character’. The 

Court of Justice of the European Union (CJEU) has stated that the test for inherent distinctiveness 

is the same for all forms of mark. While maintaining this position in relation to shape marks, it has 

also said that for such marks to be registered they must depart significantly from the norm in the 

sector concerned. There has been much discussion of whether the shape mark test is in fact stricter 

than that applied for other forms of mark. However, this article also examines the issue from a 

different angle, asking how this ‘norms test’ which the CJEU has never explained, is implemented 

in practice. In particular, it identifies and critiques a body of practice on the part of the European 

Intellectual Property Office (EUIPO) in conducting internet searches to identify ‘the norms’ and 

comparing the mark in question to those norms, and suggests how this practice could be improved.  

Distinctiveness of Shape Marks: The Norms Test 

Judging whether consumers will view the shapes of goods or their packaging as indicative of origin 

has proved a conundrum in European trade mark law. On the one hand, traditionally consumers 

have sought information about a product’s source from words and logos that it may bear. On the 

other, there can be no doubt that there are certain shapes, such as the iconic Coca Cola bottle, that 

 

* Email: i.fhima@ucl.ac.uk. 
1 Regulation (EU) 2017/1001 of the European Parliament and of the Council of 14 June 2017 on the European Union 
Trade Mark (codification) [2017] OJ L 154/1 (‘EUTMR’), corresponding to Article 4(1)(b) Directive (EU) 2015/2436 
of the European Parliament and of the Council of 16 December 2015 to approximate the laws of the Member States 
relating to trade marks.  
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consumers do recognise as indicating a single source (though in many instances this will be a result 

of secondary meaning whereby consumers have been educated to recognise the shape as a mark 

through prolonged use of the right kind). To further complicate matters, there is a risk that placing 

the right to use a product shape in the hands of a single undertaking can have a deleterious effect 

on competition. Protecting a product shape may indirectly place rights over how the product 

operates into the hands of a single trader. Moreover, the grant of a trade mark is potentially 

indefinite, meaning that the owner of a mark in a product shape can maintain exclusivity even after 

any associated patent or design rights have expired.  

Yet, the drafters of EU trade mark legislation did not exclude any form of mark from protection 

and the CJEU has gone further, stating that de jure at least, the test for distinctiveness must be the 

same for all forms of marks, meaning no category of marks can be judged more strictly than others. 

Indeed, the CJEU’s position on the distinctiveness of shape marks is Delphic. In a test articulated 

in Henkel,2 only a shape which ‘significantly departs from the norm or customs of the sector and 

thereby fulfils its essential original function’ will not be devoid of distinctive character, meaning it 

can be an inherently distinctive mark. While this test is to be applied only in shape mark cases, the 

CJEU reassures us that the criteria for judging shape mark distinctiveness is ‘no different’ from 

that for judging other forms of mark. Rather, the purpose of this bespoke test is not to apply 

stricter standards to shape marks, but to accommodate the factual situation whereby: 

Average consumers are not in the habit of making assumptions about the 
origin of goods based on the shape of their packaging, in the absence of any 

graphic or word element, and it could therefore prove more difficult to 
establish distinctive character in the case of such a three-dimensional trade 

mark than in the case of a word or figurative mark.3    

Are Norms Normative?  

 

2 C-218/01 Henkel KGaA v Deutsches Patent- und Markenamt, ECLI:EU:C:2004:88, [49]. Similarly, C-136/02 P Mag 
Instrument Inc. v OHIM, EU:C:2004:592, [31], and Joined Cases C-468/01 P to C-472/01 P Procter & Gamble Company 
v OHIM, ECLI:EU:C:2004:259, [37]. 
3 C-218/01 Henkel KGaA v Deutsches Patent- und Markenamt, ECLI:EU:C:2004:88, [52]. It is worth noting that the EU 
is not the only jurisdiction that has struggled with the distinctiveness of shape marks. For example, the US Supreme 
Court has adopted the position that packaging shapes and other forms of trade dress may be inherently distinctive, 
but product shapes (termed ‘product design’) will always require evidence of acquired distinctiveness (secondary 
meaning), i.e. consumer recognition of the shape as a mark. – Wal-Mart Stores Inc. v Samara Brothers Inc, 529 U.S. 205 
(2000). However, it is not always straightforward to determine which shapes are products and which are packaging 
and indeed, the US Supreme Court in Wal-Mart recognised this, holding (at 215) that ‘To the extent there are close 
cases, we believe that courts should err on the side of caution and classify ambiguous trade dress as product design, 
thereby requiring secondary meaning.’ Interestingly, prior to Wal-Mart, some circuits and the USPTO applied the  
Seabrook test - arising from Seabrook Foods Inc. v Barwell Foods, Ltd 568 F.2d 1342 (CCPA, 1977) – and now confined to 
product packaging - to product designs. This test seeks to distinguish between ‘mere refinements’ of ‘a common, basic 
shape or design’ (non-distinctive) and unique and unusual forms (inherently distinctive). In Australia, product shapes 
may be inherently distinctive. Kenman Kandy Australia Pty Ltd v Registrar of Trade Marks [2002] FCAFC 273 determined 
that the test is ‘whether the shape is one which other traders are likely in the ordinary course of their business and 
without any improper motive, to desire to use upon or in connection with their goods’ , but the IP Australia Trade 
Marks Manual of Practice and Procedure, at 21.3.3, recognises that commonplace shapes will not be inherently 
distinctive. Like the EUIPO, the Manual foresees a test based on comparison to the existing shapes, with the mark 
non-distinctive if it is commonly used in the trade. The justification given for this is that other traders may need to 
use the shape, and the examples given are at a very general level of abstraction, so this approach appears more similar 
to the EU’s natural shapes exclusion (Art.7(1)(e)(i) EUTMR), and of course Australian trade mark law does not include 
a specific functionality exclusions, see, e.g., Michael Handler, ‘Disentangling Functionality, Distinctiveness and Use in 
Australian Trade Mark Law’ (2018) 42(1) Melbourne University Law Review 15. 
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Despite the CJEU’s stated position that the distinctiveness test for shapes is ‘the same’ as that for 

other forms of mark, it is at least clear that shapes are assessed by a different process. Indeed, it is 

hard to escape the fact that while for other forms of mark, only a minimum degree of 

distinctiveness is required,4 for shapes, the degree of departure from other shapes in the sector 

must be ‘significant’. It could be argued that this goes beyond a mere fact-based accommodation 

of the nature of consumers. Indeed, this special standard has caused some to argue that there is a 

stricter test for shape marks, and that this is a covert normative measure to make it more difficult 

to register shapes because of the impact that shape mark registrations can have on competition.5  

The norms test also raises practical questions. The CJEU has provided no guidance on how one 

can identify what a ‘normal’ or ‘customary’ shape is in a particular sector, still less, what counts as 

a ‘significant’ departure. For example, is there meant to be some sort of prior art-style assessment 

more akin to design or patent law?6 Such a requirement would place a significant burden on parties, 

as well as trade mark registries and tribunals and would ultimately only act as a proxy for 

distinctiveness. 

Identifying the Norms 

Faced with this lack of guidance, one might expect a lack of consistency in how those deciding on 

the distinctiveness of shape marks reach their decisions. Not only are the CJEU judgments vague, 

but there is also no elaboration in the EUIPO Guidelines for Examination on what might be 

required to put them into effect.7 However, a body of practice appears to have grown up amongst 

EUIPO Examiners and also the Boards of Appeal as to how to assess whether a shape mark 

departs significantly from the norms in its sector. Quite simply, in very many decisions where 

distinctiveness of shape marks is raised an internet search is conducted to establish the norms of 

the sector concerned. The shape mark applied for is then compared with the images generated by 

the internet search to establish whether it departs significantly, or not. We will now examine a 

selection of the decisions where this approach has been taken to see how this works in practice. 

How many examples to establish a norm?  

While it may be reductionism to reduce the norms test to one that is numerical, it should be noted 

that for an application for a suppository-shaped sweet, shown in Figure 1a, just one prior example, 

shown in Figure 1b, was sufficient to show that it did not depart significantly the norm on the 

market for sweets.8  

Figure 1a. Applied for mark (EUTM No. 016456733) 

 

4 C-383/99 Procter & Gamble v OHIM, ECLI:EU:C:2001:461, [40]. 
5 L. Anemaet, ‘The Public Domain is Under Pressure – Why We Should Not Rely on Empirical Data When Assessing 
Trademark Distinctiveness’ (2016) 47(3) IIC 331; M. Senftleben, ‘Signs Eligible for Trademark Protection in the 
European Union: Dysfunctional Incentives and a Functionality Dilemma ’ in I. Calboli & J. Ginsburg (Eds.), The 
Cambridge Handbook of International and Comparative Trademark Law (CUP, 2020), pp. 209-225; A. Kur, ‘Too Common, 
Too Splendid, or “Just Right”? Trademark Law Protection for Product Shapes in the Light of CJEU Case law’, (2014) 
Max Planck Institute for Intellectual Property and Competition Law Research Paper No. 14-17, p. 30. 
6 On this point see Kur (n.5), p.26. 
7 See EUIPO Trade Mark Examination Guidelines Part B, Section 4, Chapter 10 (March 2022 edition) available at: 
https://guidelines.euipo.europa.eu/1935303/1790348/trade-mark-guidelines/10-shape-marks. 
8 EUIPO refusal decision for EUTM 016456733 dated 24/11/2017. 
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Figure 1b. Internet search results relied upon by EUIPO Examiner  

 

As will be seen below, in other decisions, the existence of a wide variety of possible similar shapes 

was highlighted. 

How wide is the sector? 

In a decision concerning a large-headed, big-eyed doll shown in Figure 2a,9 the Board of Appeal 

sorted the many images of dolls generated by their internet search (see Figure 2b) according to 

their defining characteristics which were then compared with the list of characteristics that the 

applicant had argued were distinctive of its doll (spherical head, big eyes, geometric features, wavy 

hair, small trunk and short limbs).  

Figure 2a. Applied for mark   

 

Figure 2b. Search results relied upon by the Board of Appeal  

 

9 Decision R 916/2019-1 of the First Board of Appeal dated 10/03/2020.  
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In an example, relating to a burger-shaped sweet (see Figure 3a), it is possible to view the search 

terms that the examiner used (see Figure 3b). Indeed, a very specific search was conducted, for the 

term ‘Caramelle hamburger’. We might query whether this is the correct level of abstraction for 

the search test: if one inputs ‘Carmelle hamburger’ many burger-shaped sweets are returned. 

However, we might ask whether there is really a sector devoted to hamburger sweets or instead 

whether would it be more commercially realistic to characterise the sector concerned as ‘sweets’?10  

Figure 3a. Applied for mark  

 

10 Decision R 771/2019-2 of the Second Board of Appeal dated 05/03/2020, [22]. Again, this application was accepted 
for registration with the specification limited to ‘sugar; coffee; cocoa’ – the applicant deleting references to various 
terms relating to caramels, cake and other confectionery. 
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Figure 3b. Internet search results relied upon by the Board of Appeal  

 

Similarly, in an application for the shape of a vintage vehicle, shown in Figure 4a, covering a range 

of transport and leisure services,11 the sector was defined as ‘tours in vintage vehicles’, meaning 

that the applicant’s tour bus did not depart significantly from the norm (see Figure 4b). The 

outcome might have been different if the sector was defined as bus tours generally. However, once 

the sector was restricted to vintage vehicles, this meant that the argument of distinctiveness was 

limited to the marks being ‘not identical’ to the other vintage vehicles in the sector.  

Figure 4a. Applied for mark  

 

Figure 4b. Internet search results relied upon by the Examiner  

 

11 EUIPO refusal decision for EUTM 017965711 of 08/03/2019.  
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It is perhaps possible to view these narrow sector definitions as a heuristic: homing in on the 

specific shape applied for might not represent the entire sector  but will show that there are already 

many products made to that shape the shape will not be viewed as indicative of origin. This though 

would seem to be somewhat different approach to that suggested in Henkel.  

How sizeable a departure from the norm is required?  
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In a case involving the shape of hair clippers,12 shown in Figure 5a, the Board identified a number 

of differences between the clippers identified in its search (see Figure 5b) and the shape applied 

for in terms of the shape and position of certain elements, but nonetheless found that the shape 

applied for did not differ significantly from the norm in the sector.  

Figure 5a. Applied for mark 

 

Figure 5b. Internet search results relied upon by Board of Appeal 

 

A similar phenomenon is apparent in relation to the mark shown in Figure 6a for veterinary 

syringes,13 where it was found that the small difference between the shape applied for and those 

apparent online (see Figure 6b) were insufficient to differentiate the applied for mark from the 

norms in the sector.  

 

12 Decision R 733/2020-5 of the Fifth Board of Appeal dated 02/02/2021. 
13 EUIPO refusal decision for EUTM 018421146 dated 23/06/2021. 
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Figure 6a. Applied for mark  

 

Figure 6b. Internet search results relied upon by the Examiner 
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In a case involving the shape of the Dior Saddle Bag,14 shown in Figure 7a, although only two 

images of other bags were identified, as shown in Figure 7b, the Board of Appeal appeared to draw 

on its knowledge of ‘elements of presentation which are typical of the goods concerned’.  

Figure 7a. Applied for mark 

 

Figure 7b. Images relied upon by the Examiner 

 

In common with the hair clipper decision, the fact that there was a diversity of shapes of the 

market seemed to work against the applicant, as this meant elements of detail would be seen as 

typical, even if it was not shared by other similar goods. Presumably the idea behind this is that on 

a diverse market, consumers would expect to see variants in shape, and so would not view any 

variants, except perhaps the most outlandish, as indicative of origin.  

In R 727/2021-5,15 the Fifth Board of Appeal found that the applicant’s ozone sanitiser filters 

having a square cross-section (shown in Figure 8a) did not depart significantly from the rectangular 

filters found through internet searches (shown in Figures 8b and 8c), even though the applicant 

had identified still other filters characterised by the Board of Appeal as having ‘cylindric’ bodies. 

The Board of Appeal noted that the departure was not significant because all of the variants of 

shape were simple geometrical forms’.16 

Figure 8a. Applied for mark 

 

14 Decision R 32/2002-2 of the Second Board of Appeal dated 07/09/2022. 
15 Decision R 727/2021-5 of the Fifth Board of Appeal dated 01/02/2022, [28]–[39].  
16 [24].  
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 Figure 8b. Internet search results relied upon by the Examiner 
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 Figure 8c. Additional internet search results relied upon by the Board of Appeal 
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In an application to register a spherical shape, shown in Figure 9a, for an ‘agitator for mixing and 

blending food and drink’ the application was refused as the shape would be seen as a ‘mere 

variation’ of those available online, shown in Figure 9b.17 

Figure 9a. Applied for mark 

 

Figure 9b. Internet search results relied upon by the Examiner 

 

 

17 EUIPO refusal decision for EUTM 018404889 02/03/2021. The application was allowed to proceed to registration, 
however, in respect of ‘bottles’. 
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Application of the test to packaging  

While the internet search approach has been most commonly applied to product shapes, it has 

also been used in relation to packaging. For example, the shape of a bottle, shown in Figure 10a, 

for alcoholic drinks was found not to depart significantly from the norm,18 once the shape applied 

for was contrasted with other, similar bottle shapes found using Google Image (shown in Figure 

10b).  

Figure 10a. Applied for mark 

 

Figure 10b. Internet search results relied upon by the Examiner 

 

 

18 EUIPO refusal decision for EUTM 016249427 of 14/06/2017. Unusually, in this decision, the examiner has 

specified both the date of the search and the search engine used.  



Forthcoming in the Journal of Intellectual Property Law and Practice 

 

 

Sometimes the internet test is not applied  

It must be noted, though, that norms are not always assessed by an internet-based test and may 

sometimes be judged through the decision-maker’s knowledge of the market in question. For 

example, in the decision relating to an application for ‘Luggage, bags, wallets and other carriers; 
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Saddlery and apparel for animals’, shown in Figure 11,19 it was found that the handle shape applied 

for did not depart significantly from the normal shape of an attachment for, or an integral part of, 

such goods, without any third-party examples of similar shapes being offered.  

 Figure 11. Applied for mark 

 

Similarly, in another decision, concerning the shape of a shelf,20 shown in Figure 12, the Board of 

Appeal notes that it can base its decision on ‘practical experience gained through the purchase of 

ordinary consumer goods, which are probably known by everyone and in particular by the 

consumers of such goods’ without the need to provide examples of such goods. 

Figure 12. Applied for mark 

 

Summing up 

Clearly there is a great diversity in the product shapes that have been analysed under the internet-

based norms test. It would seem that the test consists of two elements, although it is seldom 

articulated as such, or even at all:  

1. Identifying the norms of the sector; and 

2. Assessing the degree to which the applied for mark departs from those norms. 

In relation to the first element, the trend that seems to be apparent, at least from this sample of 

decisions, is that the sector is narrowly defined: caramel hamburger sweets rather than sweets 

generally, vintage bus tours rather than bus tours etc. It is more difficult to identify the principles 

that have guided the second element, how far the sign must depart from the norm, although it is 

telling that in none of the decisions analysed was there a finding that the shape departed from the 

 

19 EUIPO refusal decision for EUTM 018164439 of 01/07/2020. The application proceeded to registration in respect 
of ‘whips’. 
20 Decision R 6/2019-2 of the Second Board of Appeal dated 06/06/2019, [17].  
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norm. To an extent, the way to understand this test may be to look at the examples to develop a 

feel for the standard. However, it is observed that the second element is determined by the first: 

once the sector is defined narrowly, it will follow inevitably that the departure from that norm will 

be limited. To take an example, where the applicant’s mark is a big-headed doll, if the sector is 

defined as a ‘big-headed dolls’ rather than dolls as a whole then the finding that the applicant’s 

mark differs only slightly from the norm in the sector will follow automatically. Thus, there remains 

the need for further close analysis of how the departure from the norms test should be applied.  

Priorities for a Clearer Norms Test  

The EUIPO (and other Registries) have faced an unenviable task in applying a test that the CJEU 

has not fully articulated and which, at some levels, seems at odds with its stated aim of applying 

the same standard to shape marks as to other marks. Thus the aim of this comment is not to 

criticise the approach taken to date, but rather to make some suggestions designed to enhance 

transparency and predictability in this area but in terms of how to conduct internet searches and 

to enhance the clarity of the substantive distinctiveness test. 

Use of internet searches 

This is to be welcomed as long as the pitfalls documented below are considered. In particular, 

using internet searches provides a cheap and easily accessible way to consider product markets  

without the need for costly and contested expert evidence on product design.  

Search engines 

It is a well-known phenomenon that, because of different proprietary algorithms, different search 

engines return different results. Additionally, some services that offer search facilities, such as 

social media or marketplace websites, are not search engines per se, which has an impact on the 

nature of the results returned. Some search engines or websites also have different versions for 

particular regions. The decisions examined in this piece used Amazon, Pinterest, Google, eBay and 

reviewmeta.com Other search facilities may well have been used, but this is impossible to 

determine, as in some instances, only the results, and not the means used to obtain them, were 

identified. Articulating which search engine has been used, and ideally, establishing a rule regarding 

a single search engine to be used in all cases would allow results to be more easily replicated. 

Designating a single search engine would also prevent a potential situation whereby parties engage 

in a battle over whose results are ‘right’, when in fact any difference is down to differences inherent 

in the search engine rather than on contested approaches to shapes on a given market. Similarly, 

the date on which the search was conducted should also be documented, as search results change 

over time. Finally, it should be remembered that the fact that a product shape is returned by an 

internet search does not automatically mean that it is ‘common’ or known by consumers. For 

example, an image-based internet search for, say, an unusually shaped fast moving consumer good 

might return the shape of a sculpture where only one copy exists and which most consumers will 

be unaware of.  

Search terms 

The results search engines generate are (obviously) determined by the search terms which are 

inputted. However, it is not clear what level of abstraction tribunals are using in their searches: for 

example searching for ‘chair’ will return rather different results to looking for ‘wooden chair with 

leather straps’. One might expect that the more abstract the search term is, the more chance there 

is that the shape will depart from the norms because a wider range of shapes will be returned  
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giving more opportunity for differentiation. An example where the level of abstraction was 

arguably drawn too low is in the hamburger sweet decision above. The clarity of the way in which 

the test is being used would be greatly enhanced if the search terms used were documented in 

decisions as attempting to reverse engineer these terms is often impossible, particularly a number 

of years later when a decision may come to be read. Certainly, this author has never managed to 

recreate the search results in individual decisions, despite numerous attempts. Additionally, it 

should be made clear whether the search terms are a verbal summary of the sign in question or 

consist of an image-based search of the mark.  

Articulating the test: defining the sector and identifying the degree of departure needed 

Despite the fact that there appears to be an established practice of using internet searches to 

establish departure from the norm, there is no hint of this fact in the EUIPO Examination 

Guidelines. At a minimum, the Guidelines should draw attention to the use of internet searches 

to establish whether any given shape is a normal shape for the goods or a significant departure 

from the norm. Ideally they should contain a greater degree of detail. I have argued above that the 

ideal would be if they designate a single search engine.  

It would also be helpful if the Guidelines suggested standardised search terms based on product 

characteristics. This would enable a consistent approach to the level of generality with which the 

norms of the sector can be defined. It would also be good to have an attempt to explain what is 

required for a shape to depart ‘significantly’ from the norm, though this is of course more 

challenging. Some might be made to articulate whether there is a minimum number of shapes that 

must be presented for a shape to be considered the norm. One might think that such a numerical 

approach would be a crude instrument, but it is worth noting that different decisions discussed 

here present very different numbers of prior examples, ranging from one to over 40 (in the case 

of the burger-shaped sweets). Elsewhere in the Guidelines, examples are routinely given from 

previous decisions in relation to different issues. This would be a helpful approach for 

distinctiveness of shapes, as seeing examples in action collected may provide a better 

understanding of the degree of a departure is required.  

From the examples given above, it is notable that in determining whether the shapes in question 

depart from the norm, the decision makers seem has adopted approaches that mitigate against a 

finding of distinctiveness. I have highlighted the narrow sector definition in the hamburger sweet 

case. This may be a heuristic to avoid the need to consider the very many shapes of sweets on the 

sector as a whole, but I would argue that the real problem here is that there are so many sweet 

shapes that consumers are not used to seeing any as indicative of origin. This should be made 

explicit in preference to using short-cuts.  

Also particularly notable in the large-headed doll case is that the Board contrasted each specific 

characteristic in turn of the applied-for doll shape with examples of that characteristic rather than 

comparing it with dolls as a whole, or the identified dolls en masse. This is significant because 

while each identified doll shared a characteristic with the applied-for doll, there was no one doll 

that shared all or even a majority of those characteristics. Again, this seems to take a stricter 

approach than for other forms of marks, where the mark is viewed as a whole when judging its 

distinctiveness, and is not divided into its constitute elements. Indeed, to take any other approach 

would seem to be at odds with how consumers are likely to view a product shape.  

Additionally, as noted above, in the Dior Saddle Bag and clipper decisions, the fact that there was 

a diversity of shapes on the market seemed to work against rather than in favour of the applicant. 
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Presumably this is because where there is a diversity of shapes on the market, it may be that 

consumers will fail to view any shape as an indication of origin because they are simply used to 

seeing the product taking many forms that do not indicate origin. Again, if this is the reasoning, it 

could be more clearly articulated.  

Who is doing the searching?  

In the interests of transparency, it should be stated whether the searches have been conducted by 

the Examiner, the applicant or (if appropriate) the Board of Appeal, though this would be of lesser 

importance if the standardised approach to searching I have suggested is adopted.  

When is an internet search not necessary?  

Guidance on when the norms in the relevant sector are to be considered so well-known as to be 

obvious and not to require an internet search would also be welcome.21   

Conclusion  

The departure from the norms test for the distinctiveness of shape marks has, despite being almost 

two decades old, been masked in obscurity. There are real questions about whether this test really 

reflects how consumers perceive marks, or whether, despite the CJEU’s protestations to the 

contrary, it is a deliberate attempt to make it more difficult to register shape marks than other 

marks in the interests of protecting competition on product markets. Engaging fully with this 

debate is outside the scope of this article (although the author struggles with the concept of a 

distinctiveness test that is supposedly the same for all marks, but most of the time looks for a 

minimum degree of distinctiveness but in the case of shapes requires a ‘significant’ departure). 

Instead, this piece has sought to document the practice that has built up, seemingly unnoticed for 

implementing the ‘norms test’. It has been argued that a body of practice has built up quietly, 

which relies upon internet searches to establish what constitutes the norms in a sector. 

I would argue that this is a development to be welcomed in the sense that it provides a cost 

effective and publicly available way to carry out the ‘prior art’ style examination that appears 

necessary after Henkel. However, I have, argued that there is scope for greater transparency and 

constituency in how these searches are conducted, as in articulating the degree of departure from 

the norm required the standard is set for how easy or difficult it is to register a shape mark, which 

in turn may have a significant effect on competition. On the whole, the EUIPO has developed a 

sensible framework for reaching these decisions, and given the lack of detailed guidance from the 

CJEU on how to apply the ‘norms test’ the fact that there is sometimes a lack of clarity is to be 

expected.  

Adopting the suggested measures will have an effect not just in making the law clearer, but also in 

correctly identifying the width of the sector concerned. This, I have argued, will have a material 

effect on whether individual examples are considered typical of the sector, and are therefore denied 

registration. On this note, it is striking that there is certainly no overt discussion of a normative, 

competition-based bias against the registration of shape marks. Indeed, the use of internet searches 

can feel like an almost mechanical application of the departure from the norms test. However, if a 

wide approach continues to be taken to what falls within the norms for the sector because the 

mark is compared to a very the specific sub-market of the mark in question (e.g. ‘Carmelle 

 

21 A number of GC decisions on this issue are cited in the shape of a shelf decision, but these are not available in 
English, and appear to relate to colours and colour combinations rather than shapes.  
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hamburger’ rather than ‘sweet’) then, as a matter of fact, showing that shape marks are distinctive 

will remain more difficult than it otherwise might. Likewise, the fact that the examples given 

suggest it is difficult to reach a degree of departure sufficient to satisfy the Examiners that a shape 

is distinctive is also suggestive of an environment where it is particularly difficult to convince those 

examining trade marks that such marks are inherently distinctive.  


